Aug-03-05 03:38pm Fron- 


12138929684 


T-930 P. 008/018 F-955 


REMARKS 

The claims appearing in this application were 1 through 9 and 11. Claim 1 has been 
amended to further define Applicants' invention, Claim 2 has been cancelled without prejudice 
and Claims 3 and 7 have been amended to be dependent from Claim 1. Therefore, the claims 
aming in this application and under consideration are 1 , 3 through 9 and 1 1 . 


rem; 


All of the claims have been rejected under 35 U.S.C. 103(a). Claim 1 was so rejected as 
being unpatentable over Chiu, et al, U.S. 6,326,882 in view of Japanese document 56,030,673A 
and further in view of Chang, et al., U.S. 5,175,453, Claims 2 through 6 were rejected over the 
above three references and further in view of Yokomori, et al., US. 4,280,063 in addition to 
official notice taken by the Examiner of the fact that a field effect transistor is a commonly used 
device for switching loads in or out of the circuit Claims 7, 8, 9 and 11 were rejected as were 
Claims 2 through 6 (without the official notice) but further in view of Seener, et aL, U.S. 
6,125,642. Applicants respectfully traverse each of the foregoing rejections and respectfully 
request reconsideration of Claims 1, 3 through 9 and 11 in view of the amendments to Claim 1 
and the following remarks. 

APPLICANT'S INVENTION 
Applicants' invention as defined in amended Claim 1 is a load activation and variable 
grace period timing system for use with an exhaust fan which includes a monitor which detects 
when a lamp switch is activated to supply electrical power to the exhaust fan and provides an 
output signal at a first level representative of the fact that the lamp switch has been activated. 
Applicants' system includes a timer comprising an analog oscillator which includes means for 
varying the frequency of the oscillator, with the frequency changes detennining the variable 
grace period and a counter which receives the output signal of the analog oscillator. The output 
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signal of the monitor is applied to the timer to activate the analog oscillator but to disable the 
counter so long as the first level output signal is applied. The counter is enabled when the lamp 
switch is deactivated and the monitor output signal level changes to a second level so that the 
counter counts the analog oscillator output pulses for a predeteimined preset but variable time. 
A power switch is used for applying electrical power to the load including the exhaust fan when 
the monitor output signal is at the first level and continues to apply power until the counter 
reaches the predeteimined count at which time power is removed from the load including the 
exhaust fan. 

rvre. REJECTION 

Claim i waS rejected under 35 U.S.C. 103(a) as being unpatentable over Cbiu, in view of 
the Japanese document, and further in view of Chang. The Examiner has characterized Chin as 
disclosing a load activation and a grace period timing system comprising: 

"A monitor (controller 73 light switch) for detecting when a lamp switch is 
activated and providing an output signal at a first level representative thereof; 

A timer receiving said output signal for providing a predetermined amount of time 
to run the fen after the light switch is turned off and provides periodical cycling of the 
load (fen) when light is off (abstract). 

A power switch for applying electrical power to said load when said monitor 
output signal is at said first level and continuing until said timer reaches said 
predetermined time period." 
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Applicants respectfully submit that the Examiner has mischaracterized Chiu in that Chiu 
does not disclose a timer which receives the output signal from the controller 73 to provide a 
predetermined amount of time to run the fen after the light switch is turned oft The amount of 
time during which the fen continues to run after the light switch is turned off is determined by 
the monostable multivibrator 26 which through the utilization of the short and long time delay 
211, 212 is controlled so that the output signal thereof has two different lengths of time (one 
minute short delay, five minutes long delay). See Chiu, column 3, lines 28-31. The output of the 
monostable multivibrator 26 is applied as one input to the AND gate 210. The other input to the 
AND gate 210 comes from the sleep timer circuit 4 which has two different time limits (12 hour 
short sleep timer or 24 hours long sleep timer), column 3, lines 31-34. Thus, as long as the 
output of the monostable multivibrator 26 and the output of the sleep timer circuit are both 
applied as input signals to the AND gate 210, the fan will continued to operate. When the state 
of 1he monostable multivibrator changes, then the output signal appearing on line J of Figure 5 
goes to a low or zero state and no output signal posses through the AND gate 210 thus causing 
the fan to turn off. Thus, if the short delay is in effect, then the tan will shut off after one minute, 
whereas, if the long delay is in effect, the fan will shut off after five minutes. No timer of any 
sort is involved in the Chiu circuit other than the preset period of time as above described. 

Applicants note also that Examiner refers to the "periodical cycling of the load (fan) 
when light is off (abstract) with regard to the teachings of Chiu." Applicants are mystified as to 
why such a reference is being made since Applicants' device as disclosed in their specification 
does not contain such periodical cycling and such is clearly not claimed in any of the claims. 

Applicants hereby incorporate by reference the discussion of the Chiu reference 
contained on pages 6 and 7 of the Amendment filed March 29, 2004. 
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In addition, Examiner states on page 3 of the Office Action that 

«Chiu does not disclose a timer comprising a pulse generator and a counter, said 
counter receiving the output of said pulse generator, said timer receiving said 
output signal of said monitor to activate said pulse generator but to disable said 
counter so long as said first level outout signal is applied, said counter being 
enabled when said lamp switch is deactivated and said monitor output signal level 
changes to a second level so that said counter count, said pulse generator output 
for a predetermined preset but variable time." 

Examiner then references Japanese Document 56.030.673A to supply "a pulse counting 
timing circuit coinprising: a pulse generator and counter wherein said counter being enabled 
through a counter inhibit input terminal" and then uotes that the Japanese document does not 
disclose a programmable counter. Applicants do recognize that the Japanese document in 
Figure 2 does disclose a pulse generator 3 which has its output connected to an AND gate 5 the 
output of which is connected to a counter 10. A square wave generator 4 which produces a low 
frequency square wave is connected as an additional input to the AND gate 5. The time limit of 
the timer is changed depending on the duty ratio of the square wave generator 4. Thus, the 
counter will count when the square wave is applied to the AND gate 5. The "constitution" of the 
Japanese document states "A counter with an inhibit input terminal may replace a "and" circuit 5 
and the counter 10." It is thus evident that Figure 3 is such an embodiment, that is, the counter 
11 counts the output pulses of the pulse generator 3 during the time that the output of the square 
wave generator 4 is applied to the counter. When not applied, the counter is inhibited from 
counting. Applicants question how the Japanese document renders obvious Applicants' timing 
system wherein the output signal of the claimed monitor is applied to activate the pulse generator 
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but to disable Hie counter so long as the first level output signal is applied but the counter being 
enabled when the lamp switch is deactivated and the second monitor output signal level changes 
to a second level so that the counter counts the pulse generator output. Applicants submit that 
the Japanese document 56,030,673A does not disclose such a structure. 

Examiner then uses the Chang reference and states that it discloses "a configurable pulse 
generator especially for implementing signal delays wherein a fixed frequency oscillator drives a 
counter to determine, by reaching a pre-determined, usually manually-selected count, a time 
interval for an output pulse (Col. 2, lines 61-67)." Applicants respectfully submit that Chang 
discloses a pulse generator circuit which provides a pulse on line 24 generated by the edge 
detector 12 sensing application of a trigger signal to the terminal 20. The duration of me pulse 
on the line 24 is then determined by the programmable counter 16 counting the clock pulses from 
the oscillator 14 which was activated by an output signal from the edge detector 12 on the line 
22. When the counter reaches a predetermined count, it then generates a reset signal which 
returns the programmable counter 16 to zero and terminates the pulse signal on the line 24. See 
Col. 4, lines 12^17. 

How would one incorporate the circuit of the Japanese document into Chang and the 
combination of those two into Chiu to provide an operating system as claimed by Applicants? 

Examiner merely states that it would have been obvious to one having ordinary skill in 
the art to modify Chiu by replacing the timer with a timer comprising a pulse generator and a 
counter and enabling the counter with a counter inhibit signal input. Examiner states "the 
motivation would be to provide a programmable fan function to set the fan time grace period 
depending on the size or volume of the enclosed room" 


o 
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Applicants respectfully submit that under the provisions of 35 U.S.C. Section 103(a) that 
the claimed invention must be considered as a whole and it must be determined that the 
differences between the subject matter sought to be patented and the prior art would have been 
obvious at the time the invention was made to a person having ordinary skill in the art 
Examiner has disected Applicants' claim and then sought a series of references which 
independently disclose elements of Applicants' invention and then combined those elements as 
taught by Applicants. Such, it is respectfully submitted, is improper. As the Federal Circuit 
stated in Ruiz ~ a ft Chance Co.. 357 F.3d 1270 (Fed. Cir. 2004) in making the assessment of 
differences between the prior art and the claimed subject matter Section 103 specifically requires 
consideration of the claimed invention as a whole. Inventions typically are new combinations of 
existing principles or features and virtually all inventions are combinations of old elements. 
Such is thecase in the present invention. The "as a whole" instruction in Section 103(a) prevents 
evaluation of the invention part by part. Without this important requirement an obviousness 
assessment might successfully break an invention into its component parts, then find a prior art 
reference corresponding to each component. This Hue of reasoning would import hindsight into 
the obviousness determination by using the invention as a roadmap to find its prior art 
components. Further, this improper method would discount the value of combining various 
existing features or principles in a new way to achieve a new result, often the essence of the 
invention. 

Contrary to this reasoning, Section 103 requires assessment of the invention as a whole. 
This "as a whole" assessment of the invention requires a showing that an artisan of ordinary skill 
in the art at the time of invention confronted by the same problems as the inventor and wim no 
knowledge of the claimed invention would have selected the various elements from the prior art 
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and combined them in the claimed manner. Section 1 03 requires son* suggestion or motivation 
infceprior art to make the new combination. M 1^!,^^ 149 F.3d 1350 (Fed. Cir. 1998), 
the Court of Appeals for the Federal Circuit has expressed skepticism about invoking the 
knowledge of a skilled artisan to supply the required suggestion or motivation to combine on a 
scanty record, Tn re Lee. 277 F.3d 1338 (Fed. Or. 2002) stating that "this factual question of 
motivation . . . could not be resolved on subjective belief and unknown authority." 

Numerous decisions emphasize that such a combination of reference teachings is 
improper unless the prior art suggests such a combination. M In^Bond, 910 Fed.2d 831 (Fed. 
Or. 1990) it was stated "the PTO erred in rejecting the claimed invention as an obvious 
combination of the teachings of two prior art references where the prior art provided no teaching, 
suggestion or incentive supporting the combination." In Tn re Paulsen, 30 Fed.3d 1475 (Fed. Or. 
1994) the Federal Circuit stated 'in reviewing the Board's obviousness conclusions, we have 
been guided by the well-established principles that the claimed invention must be considered as a 
whole, multiple cited prior art references must suggest a desirability of being combined, and the 
references must be viewed without the benefit of hindsight afforded by the disclosure." In Ex 
jBSfijiHBSHi 7 USPQ 2d 1818 (Board of Patent Appeals and Interference since 1988), the 
Board stated "the mere fact that the prior art could be modified in the manner proposed by the 
Examiner would not have made the modification obvious unless the prior art suggested the 
desirability of the modification." It was further stated by the Board of Patent Appeals and 
Interferences in ^vmO^n, 227 USPQ 972 (1985) no support the conclusion that the 
claimed combination is directed to obvious subject matter, either the references must expressly 
or impliedly suggest the claimed combination or the Examiner must present a convincing line of 
reasoning as to why the artisan would have found the claimed invention to have been obvious in 
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light of the teachings of the references . . . simplicity and hindsight are not proper criteria for 
resolving the issue of obviousness." 

The actual inquiry of whether reference* can be combined must be thorough and 
searching, it must be based on objective evidence of record. This precedent has been reinforced 
io myriad decisions and cannot be dispensed with. The case law makes clear that the best 
defense against the subtle but powerful attraction of a hindsight-based obviousness analysis is 
rigorous application of the requirement for a showing of the teaching or motivation to combine 
prior art references to make the specific combination that was made by the Applicant and the 
Examiner ^ satisfy this burden of showing obviousness of the combination only by showing 
some objective teaching in the prior art would lead the person of ordinary skill in the art to 
combine me relevant teachings of the references. Applicants respectfully submit that with regard 
to Claim 1 , Examiner has taken a portion of the reference Chiu, added to it a part of the teachings 
from the Japanese document and then has added a pulse generator from Chang to reject 
Applicants' Claim 1 for obviousness. Where in these prior art references is there any suggestion 
or motivation for such a combination? Applicants further respectfully submit as above set forth 
that if these references were combined as suggested by the Examiner, one would still not have 
the invention as claimed in Claim 1- 

Wherein such combination is the claimed analog oscillator, the frequency of which can 
be varied to determine the grace period? Where is the dual function output signal from the 
xninotors which enables the analog oscillator and at the same time disables the counter? Where 
is a second level signal from the monitor to enable the counter when the lamp switch is turned 


off? 
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Agents torefcre respectfully submit to. Claim 1 as amended defines the subject 
„«. whieh is payable over Chiu, 4e Japanese deepen, end Chang. Applicants torefbm 
re ^yre^reoonside I *on of Qatar 1 end to issuance of a notice of aVtawance with 

respect thereto. 

■™ p- mitrnrw n aims 2 THRQVCH j 
aai ms 2 toongh C were also rejected nnder 35 U.S.C. Section 103(a) as being 
unpatentable over Chin, to Japanese document and Chang as combined in to rejection of 
Cairn 1 and further in view of to Yokomori reference U.S. 4, 280,063. As . Claim 2. 
Examiner combined Chiu, to Japanese document a^ Chang as above described and ton fator 
taduded Yokomori, sating to. i. dtsclosed an decuonic timer device comprising a agency 
liable oscillating circuit. Claim 2 has been canedled witou. prejudice and to limitation of 
Clata^ has been incotporamd into Claim 1, Thus, to pulse general as now emin-d is an 
«*, osciUattr including means for varying to frequency thereof with to frequency changes 
aaeroming the variable grace period of to system. 

With respect to Claims 3, 4, 5 and 6, Examiner mad. to combination of to four 
refcrencos (Chiu, to Japanese document, Chang and Yclromoril and ton furtor added to 

^ 11 a «f tpvt "The Art of Electronics" that "field effect 

official notice with support from page 1 16 of the text me An 01 c. 

transistor is a commonly used device for switching loads in or out of a circuit" 

Claim 3 is dependent from Claim 1 and contains all of the limitalions set forth therein as 
above described and discussed and adds the further limitation that there is included a direct 
current power supply and that the power switch is a field effect transistor. 


-12- 


25561679.1 


PAGE 16/18 * RCVD AT 6:37:48 PM [Eastern DayOgM Time]* SVR:USPTO€FXRF-6J0 * DrflS:8729306 * CSID:12138929684* DURATION fnnws):07-20 


Aug-03-05 03:42pm F rora- 


12138929684 


T-930 P 017/018 F-955 


Claim 4 is dependent on Uarnt ^ 

* timer to ft. J— -** te 
coupling the trow to tne pv 

^bestiepre^errr^tur.e.feomrring. 

aaim 5 is depended torn Chum ™^ is .coated and, second logic 

when the signal is at its secy 

fc . of ^ claims when considered as a whole 

■ j„m make a combination of references ana m 
fM,h,n0ldeIt0 uiied to reach the obviousness a. set forth by Examine, 

Again, Applicants respectfully submit that there is no ^^^^^ at best such can he found on,, 
o^o.ivanonton^suchaeorehinanonofreretencesand^^est.such 

„• «,„ fttdins refeiencea which disclose element by element 
hv milizine Applicants' teachings, men finding reteienc 

by utuizmg «w mottva tion wherein such is not 

.hose teachings and men to invoke a subjechvc postuou of a motrva 


-13- 

25561679.1 


PWS 17/18* RCVD AT W3I2005 6:37:48 PMpasternDayHght Timel* SVR:USPTO€FXRF-6/0* DNIS:8729306 * CSID:12138929684*DURATION fnnvss):07-20 


Aub-03-05 03:42pm From- 


12198029684 


T-030 P. 018/018 F-055 


rr. — — - — -" ,w 

Yokomon asici _^ t >, ^esoeet thereto. 

is8 uanoe of notice of ^^^ 


_ 1O300 a* heing unpatentable 
ms 7 S 9 and 11 ~ere rejected under 35 u.a—. - reference of 

CUuros 7. 8. y Yokotaon and the further P nor 

OVCT Chiu. the J8 P— document, Chans, ^losing a ^tch 

^ utilized the reference to 

Seen- U.S. 6,125.642- Examiner uUh^od including an 

^ system for — g a T ri ac device for switching 
op— 0~> to conduct and generate a thins sequence to switch the mac. 

Applicants are notified as to the application of the disclosure of Seener to the invention 
as claimed. Seener is directed to an oil level control device for a refrigeration system with a 
control device being attached between the compressor and the oil supply. Applicants are not 
attempting to claim as their invention a Triac or an opto coupler for switching alternating current; 
rather, what Applicants are claiming is the combination of elements which provides a load 
activation and variable grace period timing system for use with an exhaust fan wherein a monitor 
detects when a lamp switch is activated to supply electrical power to the exhaust fen and 
provides a signal at a first level which is representative thereof timer comprising a pulse 
generator and a counter with the pulse generator being an analog oscillator including means for 
varying the ^uency thereof, the counter receiving the output of the pulse gene^or with a first 

n ^ A ° ra0nir ° r — *~ *— but disabIiag ^ counter nut* the 

.evel of the output signal at the monitor changes to a second W cl al which _ Z 
counts the analog oscillator outout for . - . *" WB * 
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Cblu. the Japanese document. Chang, of ^^ce with respect thereto, 
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